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Applicant may not request that any objection to the drawlng(s) be held In abeyance. See 37 CFR 1 .85(a). 
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DETAILED ACTION 
Information Disclosure Statement 

1 . The information disclosure statement filed 6/26/2006 fails to comply with 37 CFR 
1.98(a)(2), which requires a legible copy of each cited foreign patent document; each 
non-patent literature publication or that portion which caused it to be listed; and all other 
information or that portion which caused it to be listed. It has been placed in the 
application file, but the information referred to therein has not been considered. 

Claim Rejections - 35 USC § 103 

2. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

3. Claims 3, 4, 6 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Patton et al (US 6,304,345) and Patton et al (US 6,894,794) in view of Mui (US 
6.160,642). 

Regarding claim 6: Patton 345 teaches an apparatus (fig. 3) for reproducing an a 
visible image (12 fig. 1) depicted in a photograph (fig. 1, column 1, lines 10-15), the 
photograph also carrying digitally encoded data printed (14, fig. 1), the apparatus 
comprising: a scanner means (column 4, lines 1-3) for scanning the digital data; means 
for illuminating the photograph with radiation (inherent properties of scanning, all 
scanner must have light illuminating the photograph, also see column 8, lines 5-10); 
means (the device that decodes the code of column 5, lines 5-15 that is used for 
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reprinting image 12) for processing data output from the scanner means, the means for 
processing data including means for decoding the digitally encoded data scanned by 
the scanner means; and, Inkjet printer means (column 4, lines 45-50, 47, fig. 3) for 
receiving data from the means for processing (e.g., 39, fig. 3) data to print the visible 
image depicted in the photograph (12, fig. 1 , column 5, lines 5-15); wherein the data 
used to print the visible image is generated using the digitally encoded data (code 16, 
column 5, lines 1-5). 

Patton 345 does not teach the digitally encoded data are printed with invisible 

ink. 

However, Patton 794, teaches it is desirable to improve Patton 345 by printing 
the digitally encoded data with invisible ink (column 1 , lines 29-39, 09/21 1 ,232 is Patton 
345 which is incorporated by reference; column 3, lines 15-25). 

Patton does not disclose an ADF for advancing the photograph. 

However, Mui in the same area of scanning photograph (column 3, lines 43-45), 
teaches it is well known in the art to provide an ADF for advancing print media (column 
1 , lines 60-66). 

Therefore, it would have been obvious to a person with ordinary skill in the art at 
the time the invention was made to have modified Patton to include: an ADF for 
advancing the photograph. 

It would have been obvious to a person with ordinary skill in the art at the time 
the invention was made to have modified Patton by the teaching of Mui because it 
would have saved users a lot of effort of advancing the photograph manually. 
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Regarding claim 3: Patton 794 teaches wherein the invisible ink is an infra-red 
absorbing ink (column 3, lines 15-20), and wherein the invisible radiation is infra-red 
light (column 4, lines 60-67, column 5, lines 1-3). 

Regarding claim 4: Patton teaches wherein the Inkjet printer means includes 
means for printing out on a print media attached to the Inkjet printer means both the 
visible image depicted in the photograph and the digitally encoded data (column 1 , lines 
54-58 794 teaches code 16 and image 12 are printed at same time; the examiner view 
the print means that print the code 16 and image 12 are the Inkjet printer means. 

4. Claims 2, 5 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Patton et al (US 6,304,345) and Patton et al (US 6,894,794) in view of Mui (US 
6,160,642) as applied to claim 6 above, and further in view of Zhang (US 5,771 ,245). 

In accordance with claims 2 and 5, Patton does not disclose expressly that the 
digitally encoded data is encoded and decoded using the Reed-Solomon process. 

Zhang discloses using the Reed-Solomon process to encode/decode data (col. 4 
lines 18-20). 

Patton and Zhang are combinable because they are from the same field of 
endeavor, namely two-dimensional data encoding and decoding. 

Therefore, at the time of invention, it would have been obvious to a person of 
ordinary skill in the art, to use the Reed-Solomon process, as taught by Zhang, as the 
encoding/decoding process in Patton's system. 

The motivation for doing so would have been that the Reed-Solomon process is 
a well-known process in the art to protect encoded data (Zhang: col. 4 lines 18-20). 
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Response to Arguments 

5. Applicant's arguments with respect to claims 2-6 have been considered but are 
moot in view of the new ground(s) of rejection. 

Please see detailed office action. 

Conclusion 

6. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to King Y. Poon whose telephone number is 571-272- 
7440. The examiner can normally be reached on Mon-Fri 8:00-4:30. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Edward Coles can be reached on 571-272-7402. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
July 2, 2006 




